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PATENT 

USl 




Applioant(s): STEINER, Mitchell S., et al Examiner; 



THE UNITED STATES PATENT AND TRADEMARK OFSSjCE ^^^^Q 

Serial No.: 09/449,817 Group Art Unit: 1652^% 

Filed: November 26, 1999 

AN ISOLATED NUCELIC ACID ENCODING P-HYDE PROTEIN Pilk> 
Title: METHODS OF INDUCING SUSCEPHBLITY TO INDUCTION OF 

CELL DEATH IN CANCER Z' 



CO 

ASSISTANT COMMISSIONER FOR PATENTS mr-r^r-IV/Cin 
WASHINGTON, DC 20231 HbUtlVtU 

ATTN: LICENSING AND REVIEW ^ APR 1 1 ^001 

COMMUlNflCATf ON IN RESPONSE TO j^CH CENTER 1600/2900 

REQUEST FOR PROPERTY RIGHTS STATEMENT 

Sir: 

Applicants attach hereto a copy of a Petition filed in response to the Request for 
Property Rights Statement dated December 13, 2OO0 issued by the United States Patent and 
Trademark Office in connection with the above-identified Application. A copy of the Request 
(Form PTO-456) is attached hereto as Appendix 2. 

A response to the Request is due forty five (45) from the mailing date of the Request, 
namely January 28, 2001. Since January 28, 2001 faUs out on a Sunday, a response is due the 
next business day, i.e. Monday January 29, 2001. Accordingly, this Communication is being 
timely filed. 

In the Petition, Applicants request that the Assistant Commissioner for Patents 
withdraw the Request For Property Rights because the Request was issued in error and is 
improper. In the Request, the Examiner incorrectly asserted that the subject Application 
"appears to be useful in the production or utilization of special nuclear material or atomic 
energy as recited in 42 U.S.C. 2182 DOE". However, under 37 C.F.R 1.4, "[a]pplications 
for patents which disclose or which ^pear to disclose, or which purport to disclose, 
inventions, or discoveries, relating to atomic energy are reported to the Department of 



29.JPN.2001 21:05 EITPIN 972 9 9578822 . on05i p. 3 




Energy. Thus, for the Request to be proper the applicatioii must disclose or appear to 
disclose, or purport to disclose, inventions, or discoveries, relating to atomic energy. Rather, 
the subject Application is directed to biological material, namely nucleic acids and proteins of 
P-Hyde and methods of inducing cellular death using the protein. The nucleic acids and 
proteins of P-Hyde and the methods of use do not relate to atomic energy. Therefore, tiie 
Request is mcoirect and improper. Accordingly, AppUcants request that the Request be 
withdrawn. 

No fees are believed to be necessitated by the instant Communication. However, if 
any fee is due, the Patent Ofifice is hereby authorized to charge Deposit Account No. 05-0649. 




Mark S. Cohen 
Attorney for Applicant(s) 
Registration No. 42,425 



Date: January 29, 2001 

Eitan, Pearl, Latzer & Cohen-2fedek 

One Crystal Park, Suite 210, 201 1 Crystal Drive 

Arlington, VA, USA 22202-3709 

Telephone: (703) 486-1177 

Fax: (703) 486-0800 
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PATENT 

P-2762-US1 

TN THE UNITED STATEvS PATENT AN D TRADEMARK OFFICE 

Applicant(s): STEDSfER, Mitchell S., et al Examiner: Keer,K 
Serial No.: 09/44^,817 Group Art Unit 1652 

Filed: November 26, 1999 

AN ISOLATED NUCELIC ACID ENCODING P-HYDE PROTEIN AND 
METHODS OF INDUCING SUSCEPTIBLITY TO INDUCTION OF 
ELL DEATH IN CANCER 




ASSi;^^^^«4MlSSIONER FOR PATENTS ^Jtj^ I - 

WASHINGTON, DC 20231 ' /^^^ _ - 

ATTN: Box DAC ^'^'^^^esog '''^ ' 

PETFTGN TO WITHDRAW 
REQUEST FOR PROPERTY RTOHTS STATEMENT 

Sir: 

Applicants' petition the Assistant Commissioner For Patents to withdraw the Request 
For Property Rights (PTO Form-4S6) dated December 13, 2000 issued by the United States 
Patent and Trademark Office in connection with the above-identified Application. 

The Request was issued in error and is improper. In the Request, the Examiner 
incorrectly asserted that the subject AppUcation "appears to be usefiil in the production or 
utilization of special nuclear material or atomic energy as recited in 42 U.S.C. 2182 DOE". 

Under 37 C.F.R. 1.4, "Applications for patents which disclose or which appear to 
disclose, or which purport to disclose, inventions, or discoveries, relating to atomic energy are 
reported to tiie Departinent of Energy. . .". Thus, for the Request to be proper tiie appUcation 
must disclose or appear to disclose, or purport to disclose, inventions, or discoveries, relating 
to atomic energy. Rattier, ttie subject AppUcation is directed to biological material, namely 
nucleic acids and proteins of P-Hyde and metiiods of inducing cellular deatii using the 
protein. The nucleic acids and proteins of P-Hyde and tiie metiiods of use do not relate to 
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atomic energy, fhei^ore. the Request is incorrect and 'improper. Accordingly, AppUoants 
request that the Request be withdrawn. 

A fee of One Hundred and Thirty Dollars ($130.00) under 37 C.F.R 1.17(h) is due for 
this Petition. If any additional fees are due, the Patent Office is hereby authorized to charge 
Deposit Account No. 05-0649 for such fees or deficiencies. 




Mark S. Cohen 
Attorney for Applicant(s) 
Registration No. 42,425 



Date: January 29, 2001 

Eitan, Pearl, Latzer & Cohen-Zedek 

One Crystal Park, Suite 210, 201 1 Crystal Drive 

Arlington, VA, USA 22202-3709 

Telephone: (703) 486-1177 

Fax: (703) 486-0800 
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UNITED STATES DEPARTMENT OF COMMERCE 
Patent and Trademark Office 

Address: COMMISSlOtSlER DF PATENTS AND TRADEMARKS 
Waahin0ton, O.C. 20231 



SERIAL NUMBER 



FlUNG DATE 



FIRST NAMED APPUCANT 



11/26/99 



STEIIVttER 



M 



P-2762-US1 



PM51/1213 
EI TAN PEARL LAT2ER h COHEN-ZEOEK^ 
l_ANI>ON & STARK ASSOCIATES , . 

2011 CRYSTAL l?RIV£ ^ 
OWE CRYSTAL PARK SUITE 210 
ARLINGTON VA 22202-3709 




EXAMINER 



KERR,K 



"ART UNIT I PAPER NUMBER 



1652 



DATE MAILED: 



12/13/00 




The subject matter of this application appears to: 

-"useful In the production or utilization of special nuclear material or atomic energy" as recited in 42Crs.C. 21 82 
^D&Rartment of Energy (DOE)). 

□'■have significant utility in the conduct of aeronautical and space activities- as recited in 42 U.S.C. 2457 (Natfonai 
Aeronautics and Space Administration (NASA)), 

^pear if aSplicant is attempting to establish that no relationship (under Item 2 atwve) exists. 
,f the invention cT^closed in this apP«cation was dev^eto^^ 

the Agency indicated alx)ye and a p^^^^^ then appHcant need 

S d5^^arafion?37 CFR 1 .68) setting forth the information required by 35 U.S.C. 202(c>(e). 
.F NO STATEMENT HAS BEEN RECEIVED Wl^^^^ 

aforrnalrequir^mentforstatememwiirtfient^ssu^^^^ ^ timely statenr^ent is 

»:rntStfe\?pM^ 

to avoid the issuance of a formal requirement. 

invention if and when the aPP''«»^" rhanaed as to imo^ the accuracy of a statement submitted 
invention is so altered or the P'^Pe'ty ^ghts srt^ appropriate may 

earlier, a supplenjental statemeirt must Jfj'"S SSSJm^^^ 

S?hrs«lleTK» ,or thislS-rh. 

SnsMty for iSjiying witRIhe statutes rests wHh the applicants. 

■ Any questions regaxting this rgSmW should be directed to Ucen?lng_and Review at (7^) 306.4191. . 



PLEASE DIRECT ALL COMMUNI CATIONS RELATING TO THIS MATTER TO THE 
PLEASE.DIRECT ^ ^^^^ ^^^ LICENSING AND REVIEW 

.|=0RMfTOL«-4S6 



DEPARTMENT Of WMJj^^ 
Ptteni QinA Trftd&mar1(< office 



